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Opi nion by Rogers, Adm nistrative Trademark Judge:

Hanford Hotels Inc. has filed an application to
regi ster STERLING CLUB as a service mark for "hotel

services for preferred custonmers featuring preferentia
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roomrates, upgraded roons, newspaper delivery, and prizes
earned from points accunul ated after several stays."?!
The Trademark Exami ning Attorney made final a refusal
of registration under Section 2(d) of the Trademark Act, 15
U S C 1052(d), on the ground that applicant’s mark, if
used in connection with the identified services, wll
create a likelihood of confusion or m stake anong
consuners, or will deceive consuners, in view of the prior
regi stration of STERLING INN for "notel services."?
Appl i cant has appeal ed. Both applicant and the
Exam ning Attorney have filed briefs, but an oral hearing
was not requested. We affirmthe refusal of registration.
Qur determ nation under Section 2(d) is based on an
anal ysis of all of the probative facts in evidence that are
rel evant to the factors bearing on the |ikelihood of
confusion issue. See In re E |. du Pont de Nenours and
Co., 476 F.2d 1357, 177 USPQ 563 (CCPA 1973). In the
anal ysis of |ikelihood of confusion presented by this case,

key considerations are the simlarities of the marks and

the rel atedness of the services, and the cl asses of

! Serial No. 75/181,052, in International COass 42, filed Qctober
15, 1996, based on applicant’s allegation of a bona fide
intention to use the mark in comrerce.

2 Registration No. 1,492,725, in International C ass 42, issued
June 14, 1988; conbined affidavit of use and incontestability,
under Sections 8 and 15, respectively, of the Trademark Act,
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consuners for these services. Federated Foods, Inc. v.
Fort Howard Paper Co., 544 F.2d 1098, 192 USPQ 24, 29 (CCPA
1976) .

In the conparing the marks, we note that "INN' is the
subject of a disclainer in the cited registration and that
"CLUB" is the subject of a disclainmer in applicant’s
application. Accordingly, while we do not ignore the
di scl aimed el enment in each mark, we focus on the remaining
and dom nant element in each mark, i.e., "STERLING" See
Tektroni x, Inc. v. Daktronics, Inc., 534 F.2d 915, 189 USPQ
693 (CCPA 1976) (disclaimed matter typically |ess
significant than other conponents of trademarks).

Appl i cant argues that the word "Sterling" is entitled
to limted protection because, for both applicant and
registrant, it has a highly suggestive connotation
i ndicating that the respective services are of a superior
quality. In support of the argunent, applicant attenpts to
rely on the asserted exi stence of nunerous third-party
registrations including the term"Sterling." The Exam ning
Attorney, however, quite correctly objected to applicant’s
attenpt to rely on these as ineffectual. First, applicant

clainms there are "at | east 259 active registrations and

filed on June 10, 1994, but still pending before the Post
Regi strati on Branch
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applications that include the word "sterling "; yet in
support of the claimapplicant has submtted only a chart
of its own making which lists just 21 of these. Second, to
make even these 21 registrations and applications properly
of record, applicant would have had to submt copies of the
certificates or applications, or printouts fromthe
Ofice’'s X-Search or TESS systems.® Third, it is well-
settled that third-party registrations are not evidence
that the marks in those registrations are in use in
commerce or that consuners are famliar with the marks.
In short, the Exam ning Attorney’s objection to applicant’s
attenpt to rely on third-party registrations and
applications is well-taken and we have not consi dered them
In regard to the nmarks, then, we find that they sound
alike and |likely would create substantially the sane
comerci al inpression anong consuners. Wen the marks are
so simlar, the goods or services of an applicant and
regi strant need not be as close to support a finding of
|'i kel i hood of confusion. See authorities collected in 3 J.

McCarthy, MCarthy on Trademarks and Unfair Conpetition,

§23:20.1 (4 '"ed. 1999) ("The greater the similarity in the

® The X-Search systemis the Ofice’s internal search system

The TESS systemis accessible by accessing the Ofice’ s hone page
on the Wrld Wde Wb, at www uspto.gov. Printouts from either
system are acceptable in lieu of photocopies of registrations and
appl i cati ons.
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marks, the lesser the simlarity required in the goods or
services of the parties to support a finding of |ikelihood
of confusion.").

Turning to the respective services of applicant and
registrant, it is clear that hotel or notel services and
frequent guest prograns are related. W need | ook no
further than applicant’s own activities to reach this
conclusion. Applicant offers hotel services and a
preferred custonmer programfor its frequent guests.

Not wi t hst andi ng the rel at edness of the services
i nvolved in this appeal, applicant argues that its hotel
roons are, on average, nuch nore expensive than
registrant’s notel roons and applicant’s custoners are,

t herefore, nore sophisticated purchasers; that applicant’s
custonmers who woul d be offered nmenbership in its preferred
custonmer club would not be first tinme or infrequent guests
of applicant’s hotels; that registrant, on information and
belief, does not offer a frequent guest program and that
applicant would al ways use its house mark for its hotels,
I.e., HANFORD, in conjunction with its frequent guest
program mar K.

W note that the registration for applicant’s house
mar k, HANFORD, covers both hotel and notel services and

that distinctions between hotels and notels are not al ways
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clear to consuners. |In this regard, we take judicial
notice of the follow ng definition for "hotel"” from 189 The

Travel Dictionary (1998): "Place offering accomodati ons.

Also called inn, notor hotel, notor |odge, notel. Hotels
are generally large and may not have extensive parKking
facilities." NMoreover, we note that a hotel conpany may
operate nore than one hotel or notel chain, so as to offer
guests alternatives in ternms of price and accommodati ons.
For exanple, note that information regardi ng the COURTYARD,
FAI RFI ELD I NN, MARRI OTT and RESI DENCE I NN chai ns are al
avai l abl e through the website ww. narriott.com See 348-49

The Travel Dictionary (1998). Thus, even purchasers of

applicant’s hotel or notel services may, when offered
menbership in applicant’s frequent guest club, m stakenly
bel i eve that the HANFORD properties and registrant’s
properties are related or affiliated.

In addition, though applicant asserts that it will use
its house mark in conjunction with its frequent guest club
mark, it seeks registration for the latter alone, not the
conposite HANFORD STERLING CLUB. Simlarly, while

applicant asserts it will offer nenbership in its frequent
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guest club only to frequent users of Hanford properties,
its identification of services is not so limted.*

Finally, we note that even if registrant is not now
of fering guests of its properties nenbership in a frequent
guest programor club, it may do so in the future. W
agree with the Exam ning Attorney that we nust consi der
this to be within the zone of registrant’s natural

expansion. See discussion at 4 J. McCarthy, MCarthy on

Tradenmarks and Unfair Conpetition, §24:17 (4 '"ed. 1999) ("a

trademark owner should be given rights in its trademark,
not only for the goods it actually sells, but for all

product markets into which it might reasonably be expected
to expand in the future."). 5

Decision: The refusal of registration under Section

2(d) of the statute is affirmed.

R. L. Simms

“In this regard, we acknow edge that applicant attenpted to
amend the identification to include reference to its house nmark
but that the Exam ning Attorney rejected this anmendnent, on the
ground that a registered trademark nay not be used in an
identification of goods. Applicant could have offered
alternative linmting | anguage, but did not.

> W note that this case presents circumstances wherein a consent
agreenent between applicant and registrant m ght have hel ped
appl i cant considerably. Wthout such an agreenent, any doubt
nmust be resolved in favor of registrant.
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T. E. Holtzman
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Adm ni strative Trademark
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